12/ 20/ 01 THIS DISPOSITION
IS NOT CITABLE AS PRECEDENT GDH/ gdh
OF THE T.T.A.B. Paper No.
13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Financial Engines, Inc.

Serial No. 75/712, 805
Serial No. 75/712, 807

Lori M Stockton, Mchael W Hicks and Thomas M Coester of
Bl akel y Sokol of f Tayl or & Zafman for Financial Engines, Inc.

Kat hl een M Vanston, Trademark Exam ning Attorney, Law Ofice
103 (M chael A. Ham |Iton, Managi ng Attorney).

Bef ore Qui nn, Hohein and Drost, Adm nistrative Tradenark
Judges.

Opi nion by Hohein, Adm nistrative Trademark Judges:

Fi nanci al Engines, Inc. has filed applications to
regi ster the m scell aneous designs, hereinafter referred to as

a stylized cloud design® and a stylized sun design,? as
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respectively reproduced bel ow,

for, in each instance, "financial services and interactive
conmputer on-line services offered via a gl obal conputer
network in the fields of financial planning, investnent
analysis, portfolio allocation and recomendati ons for
sel ecting specific financial instrunents.”

Regi stration has been finally refused in each case
under Sections 1, 2, 3 and 45 of the Trademark Act, 15 U. S.C.
881051, 1052, 1053 and 1127, on the ground that, as shown by
t he specinens of record in each application, which consist of
reproductions of a graphical user interface utilized in the
rendering of applicant's services, the stylized cloud design
and the stylized sun design which applicant seeks to register
do not function as service marks. Specifically, as stated in
her final refusals, the Exam ning Attorney contends that such
designs "[do] not function as a source indicator to the user"”
and that, instead, "the consuner will perceive ... [each of
such designs] as a decorative graphics display to underscore
the notion of [respectively] a 'cloudy financial forecast,' a

termwith a conmon neaning in the financial sector"” and "a
"sunny financial forecast,' a termw th a comopn meaning in

the financial sector."
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Applicant, in each case, has appealed. VWile briefs
have been filed in each instance, an oral hearing was not
requested. Because the issues presented are essentially the
sanme, the appeals have been treated in a single opinion. W
affirmthe refusals to register.

The specinens of record depict the followi ng manners
of use of applicant's stylized cloud design and stylized sun

desi gn:
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Applicant, in support of its view that the specinens

record show that the designs which it seeks to register

function as service marks, asserts by way of background that,

as stated in each of its initial briefs:

Here, the Applicant has created a
brandi ng program for its financial services
focused on an all-enconpassi ng weat her
theme. 1In the present case, the mark is
used, not only on Applicant's web page, but
al so on print advertisenents for the
applicant's financial services.

Besi des maki ng of record a copy of a portion of a brochure for

its services in which appear, follow ng the query "WHAT' S YOUR

FI NANCI AL FORECAST?, " various weather-related icons (including

t he designs involved in these appeals) which are individually

associated with the questions "cloudy?," "storny?" and
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"sunny?," applicant has nade of record evidence indicating
that it is the owner of two registrations and an intent-to-use
application for certain other cloud and sun designs for the
sanme services as those involved in these appeals as well as
for printed materials regarding various financial services.?
Such evidence, applicant insists, denonstrates that the

subj ect designs which it seeks to register are "used as part
of an overreaching thenme of various weat her designs that
consunmers will recognize as indicating the source of the
financial services at issue.”

As to the supporting evidence (discussed in nore
detail hereinafter) presented by the Exam ning Attorney,
appl i cant contends that such evidence is irrelevant to whether
its subject designs function as service marks. Specifically,
noting that neither its stylized cloud design nor its stylized

sun design contains the words "FI NANCI AL FORECAST, " " CLOUDY

3 Wiile the record does not reveal the file history of applicant's
two registrations, and thus the manner of use of the marks as shown
by the specinens therein is not disclosed, it is notable that the
portion of the brochure furnished by applicant also shows, with
respect to one of its registered cloud and sun designs, a manner of
use thereof, as illustrated below, which is strikingly different from
the usages shown by the specinmens of record herein with respect to
applicant's stylized cloud design and stylized sun design.
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FI NANCI AL FORECAST" or " SUNNY FI NANCI AL FORECAST, " appl i cant
argues that:

[ T he Lexis-Nexis articles offered by the

Exam ni ng Attorney, at nost, sinply refer

to a conpany's financial forecast as being

uncl ear or murky [or positive or cheerful].

Not one of these articles refer to weather

or weat her patterns. There is no direct

connecti on between Applicant's stylized

| ogo[s] of a sun and cl ouds and the

services for which registration is sought
Wth respect to the web-page printouts submtted by the
Exam ni ng Attorney, applicant urges that such "also do not
reference any connection between cloud [or sun] designs or
weat her and financial services." VWile conceding that two of
the three printouts "appear to offer general information
relating to finance," applicant asserts that "they do not draw
a connection between financial services and weather (nuch | ess
a stylized [cloud or] sun design)" and thus are irrelevant to
the issues of whether its stylized cloud design and stylized
sun design function as service marks as shown in the specinens
of use.

We agree with the Exam ning Attorney, however, that
as shown on the specinmens of record, applicant's stylized

cloud design and its stylized sun design do not function as

service marks for the services recited in the subject
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applications. As correctly pointed out in each of her initial
briefs:

To be registrable as a service nark,
the record nust indicate that the asserted
mark actually identifies and distinguishes
the recited service and indicates source.
See In re Universal Ol Products Co., 476
F.2d 653, 177 USPQ 456 (C.C.P. A 1973),
aff'g 167 USPQ 245 (TTAB 1970). \hether a
mar k has been used in association with a
particular service is a question of fact to
be determ ned primarily on the basis of the
specinmens. In re Advertising and Marketing
Devel opment Inc., 821 F.2d 614, 2 USPQd
2010 (Fed. Cir. 1987); In re Duratech
| ndustries Inc., 13 USPQ2d 2052 (TTAB
1989) .

It is the perception of the ordinary
custonmer which determ nes whether the
asserted mark functions as a service mark,
not the applicant's intent, hope or
expectation that it do so. See In re
Standard O Co., 275 F.2d 945, 125 USPQ
227 (C.C.P. AL 1960). The public will not
be expected to browse through a group of
words, or scan an entire page, in order to
determ ne whether a particular term apart
fromits context, may be intended to serve
as a mark. Ex parte National Geographic
Society, 83 USPQ 260 (Commir Pats. 1949).
See also Inre CR Anthony Co., 3 USPQd
1894 (TTAB 1987); In re Royal Viking Line
Al'S, 216 USPQ 795 (TTAB 1982).

Anmong ot her things, the Exam ning Attorney argues
t hat consuners for applicant's services are not likely to
perceive applicant's stylized designs as anything other than

decorative icons representing the financial prospects or
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forecasts for various investnment strategies.* As is readily
apparent fromthe specimens of use, applicant's stylized

desi gns appear in wi ndows i mredi ately beneath the word
"FORECAST." Al though, as applicant notes, such word is not
part of either of its stylized designs, it is part of the

rel evant context in which the designs appear. Such context,

t he Exam ning Attorney, urges, is significant because the word
"forecast,” while "a termused in discussing weather, is very
often used in the financial sector as well."

In support thereof, the Exam ning Attorney observes
that the record in each case contains excerpts, of which the
follow ng are representative, retrieved froma search of the
"NEXI S* dat abase which refer in general to "financi al
forecasts" (enphasis added):®

"[ SJhe will oversee cash nmanagenent,
debt managenent, financings, investor

“* While the Exami ning Attorney al so contends that applicant's designs
do not function as service nmarks because they may not even appear
when applicant's services are rendered, the issue before us is

whet her, when presented to custoners for its services in the manner
illustrated by the specinens of use, applicant's stylized cloud
design and its stylized sun design will be recognized as indications
of source or origin of its services and hence are regi strable as
servi ce marks.

> W have not given any consideration to the excerpts obtained from
Wi re services since, as applicant properly notes in its objection
thereto, "there is no evidence to show that these articles were ever

published in the United States or viewed by U S. consuners." See,
e.g., Inre Appetito Provisions Co. Inc., 3 USPQR2d 1553, 1555 (TTAB
1987) at n. 6 and In re Men's Int'l Professional Tennis Council, 1

uUsP2d 1917, 1918-19 (TTAB 1986).
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rel ati ons and financial forecasts." --
Atl anta Journal & Constitution, August 30,
2000;

"While financial forecasts suggest a
project for famlies with annual incones
bet ween $30, 000 and $33,000 is feasible
...." -- Chapel Hill Herald, August 30,
2000;

"Using financial forecasts, the sales
executives help to ensure that any drug the
scientists are devel oping has a ready
mar ket . " -- NY Tines, August 27, 2000; and

"Previous | ong-term financi al
forecasts have predicted budget surpluses

of as much as $16 mllion in fiscal 2003."
-- San _Antoni o Express- News, August 23,
2000.

Several web-page printouts |ikewi se refer to the terns
"financial forecasts" or "financial forecast."

In addition, as evidence that "actual weather terns
are ... used often to indicate whether financial prospects are
good or bad" and that, in particular, "[r]eferences to clouds
of ten acconpany reports of poor financial prospects,” the
record in the case of applicant's stylized cloud design
application contains the follow ng representative "NEXl S"
excerpts (enphasi s added):

"The weat her forecast is partly

cl oudy, nuch |ike the financial forecast

for the University of Charleston crew team

t hat sponsors the annual Kanawha Ri ver

regatta." -- Charleston Daily Miil, April
23, 1999;
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"She said Canton's five-year financial
forecast is cloudy." -- Patriot Ledger
(Quincy, MA), Novenber 18, 1998;

"Since Yell ow bought the struggling
Carol i ne County conmpany for $23.9 mllion
in 1992, Preston's financial forecast has
been cloudy." -- Daily Record (Baltinore,
MD), June 16, 1998;

"The financial forecast is at | east
partly cloudy." -- Telegram & Gazette
(Worcester, MA), May 5, 1997; and

"[Wth] a solid season behind it and
pl ans for a major capital canpaign |oom ng
for 1997, Trinity's financial forecast
remai ns cloudy." -- Providence Journal -
Bul | etin, Decenmber 29, 1966.

Simlarly, as evidence that "[r]eferences to the sun often
acconmpany good financial prospects,” the record in applicant's
stylized sun design application includes the follow ng
illustrative "NEXIS" excerpts (enphasis added):

"[ The Conti nental] Basket bal
Associ ation bringing a franchise to the
Show Pl ace Arena this fall has Genera
Manager Bill Chanbers seeing a sunny
financial forecast for his building." --
Washi ngt on Post, June 22, 2000;

"Her financial forecast |ooks sunny."”
-- Washington Tines, June 22, 2000;

"I'n fact, the financial forecast
seemed sunny." -- Virginian Pilot (Norfolk,
VA), March 9, 2000; and

"SURVEY: A mpjority of respondents
predicts a sunny five-year financi al
forecast."” -- Orange County Register,
Sept enber 28, 1999 (article headlined:
"O.C. views econony with confidence").

10
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Thus, according to the Exam ning Attorney:
"Consuners are accustoned to seeing

anal ogi es between poor financial prospects

and cl oudy weat her [and favorabl e financi al

forecasts and sunny weather]. Therefore,

when nenmbers of the purchasing public conme

into contact with a cloud [or sun] icon, it

[respectively] is likely to appear as

not hi ng nore than a decorative icon

designed to invoke the wi dely referenced

concept of a cloudy [or sunny] financial

forecast.

We concur with the Exam ning Attorney that, when
viewed in the context presented by the specinens of record,
custonmers for applicant's financial services and interactive
conputer on-line services offered via a gl obal conputer
network in the fields of financial planning, investnent
anal ysis, portfolio allocation and recomendati ons for
sel ecting specific financial instrunents would regard its
stylized cl oud design and stylized sun design sinply as icons
indicating that a particular scenario or strategy respectively
presents a poor or cloudy financial forecast or a favorable or
sunny financial forecast. Such designs would not be perceived
as indicators of source or origin, given the fact that, in
each instance, the respective designs appear as part of an on-
i ne "FORECAST & ADVI CE" screen or wi ndow which, as to "YOUR
FUTURE, " answers the custoner's question of "What is the

estimted chance | reach ny goal ... ?" with a "FORECAST" of

"<5% superinposed over the stylized cloud design or ">95%

11
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appearing over the stylized sun design. Rather than
functioning as service marks for applicant's services, such
designs nerely serve as graphical representations of a poor or
cloudy financial forecast, in the case of applicant's stylized
cl oud design, or a favorable or sunny financial forecast, in
the instance of applicant's stylized sun design.

Mor eover, contrary to applicant's argunent in each
of its initial briefs that the "illustration of weather
patterns, in the formof sun or cloud designs, used in
connection with financial services is highly unusual,"” the
evi dence furnished by the Exam ning Attorney is sufficient to
i ndicate that financial forecasts, |ike weather forecasts,
commonly speak of sunny and cl oudy forecasts. Custoners for
applicant's services would be famliar with such concepts and,
upon seeing applicant's stylized designs in the context shown
by the specinens of record, would treat such designs as icons
whi ch graphically display whether, in |ight of the consuner's
particul ar risk decisions and selected investnents, the likely
out come thereof offers a cloudy or sunny financial forecast.
Accordi ngly, and notw thstandi ng that the record establishes
that applicant utilizes another weather-thenmed design in its
advertising brochure and has regi stered such design for the
sane services as those herein, the specinens of record in the

applications before us fail to denonstrate that the stylized

12
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cl oud design and stylized sun design which it seeks to
register do in fact function as source indicators and thus
serve as service marks for the services recited. See, e.Q.
In re Moody's Investors Service Inc., 13 USPQ2d 2043, 2048
(TTAB 1989) [specinens of record do not show use of
desi gnation "Aaa" as mark identifying services of providing
ratings for fixed interest rate bonds since designation is
nmerely one of many synbols used to indicate applicant's
opi nion of financial soundness of particul ar bond i ssues and
is not used in specinens to identify services for which
registration of such designation is sought].

Decision: The refusal to register is affirmed in

each case.
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